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1 . The nonstatutory double patenting rej ection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (GCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

2. Claims 6-9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 37-40 of copending 
Application No. 10/030,927. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because each set of claims is drawn to a process for the 
production of an aqueous dispersion, wherein the components of the dispersion are forced 
through an equivalent dispersing device. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kahl et al. 
('518) further in view of GB 997,974 in combination with Kasaya et al. ('178) and Kalsi ('320). 

Kahl et al. disclose the production of an aqueous coating composition comprising a 
polyisocyanate and an isocyanate-reactive component, wherein the composition is produced by 
forcing the aqueous mixture through a jet disperser at a pressure of 1 to 30 MPa. See abstract. 
Furthermore, Kahl et al. disclose that the jet disperser has features pertaining to the adjustability 
of the disperser, variable throughput, and the ability of the bores or slots to be opened 
electrically. See column 5, lines 12-30 and figure 6. Referring to figure 6, the manipulation of 
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element 53 controls the opening and closing of the holes and, as a result, causes the jet disperser 
to be adjustable and to have variable throughput. 

5 . While Kahl et al. disclose jet dispersers having features corresponding to those of the 
claimed jet disperser, Kahl et al. fail to disclose jet dispersers which exactly correspond to those 
claimed; however, jet dispersers having the claimed pipe, sleeve, and piston arrangement were 
known at the time of invention and were further known to be useful for the production of 
dispersions and emulsions having finely dispersed components. This position is supported by the 
teachings of GB 997,974 (see pages 2 and 3 and figure 2). Furthermore, though GB 997,974 is 
silent regarding such features as pneumatic control and the use of ceramic materials, these 
features were nonetheless known for use within valves at the time of invention. Kalsi disclose 
the use of pneumatic operators to control flow through valves and Kasaya et al. disclose at 
columns 3 and 4 the use of ceramic materials for the surfaces of valve components. Kasaya et al. 
further disclose that the use of ceramic materials is beneficial, because they provide abrasion 
resistance. 

6. Therefore, since dispersers having the claimed pipe, sleeve, and piston arrangement were 
known at the time of invention to be useful for the production of fine dispersions, and since 
analogous disperser were known to be useful for the production of aqueous polyurethane 
dispersions, the position is taken that it would have been obvious to produce the dispersions of 
Kahl et al. using the disperser of GB 997,974. The position is further taken in view of the 
teachings of Kahl et al. at column 5, lines 29 and 30, Kalsi, and Kasaya et al. that it would have 
been obvious to modify the disperser of GB 997,974 to be electrically or pneumatically 
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controlled, so as to promote automation and precision of control, and to utilize ceramic materials, 
so as to extend service life and promote ease of cleaning. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 
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May 3 1,2004 



